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(hief, ® & R Section, Commo Div. : 22 July 1948
Assistant General Counsel

OGC HAS REVIEWED.

1, In your memorandem of 2) January 1958, yeu requested an
opdaion in regard to the pagsrvation of commersial patent rights by
saginsers explayel n Government wesesych treblems. The peliey of
tha Avmed Services hns been in 2 formative stage for the last six
monihs snd is net yet entirely declded. Towever, 1% is oconsidered
advisadle — for poposes of miforzdty — to follew thelr present
eanglosions, The Information below fe submitled for your guldance
§n the situntions you propesed.

2. The wasstion of reservation of commersial patent rigzhts
Yy enginecers was related to ¥hros dlfferent situntions invelving
forsground patents or inventlone. It ls sssumed that such encingers
are 2ot Alrect employees of the Covernment, '

as  The sogincer designs and develops 2 girenlt or
devies having commercial possibilities under orders from

, 3¢ the contrastor employs the engineer under &
opnivest %o invent by which the contractor bakes title %6
the invention, or if the encineer is Tassigned® to invent,
the W‘ nermally reselves s royalty-free license fron
the contractor provided the subjeat matter of invention falls
witiin the sope of the research and development sontrast

dwsan the oontragter and OGovernment, Centrastor regerves
merelis) rights. The Governmant can, however, acmaire

title (st no incrense in eost or contract wmrice) £y

{3) Contragter does not normally sack pstent
grotection for its developmanty
{2) One contractor has aswombled 2 groun of

trrouzh the cooperation of sther llke organi.

sunginears
saklons §

(3) Contrmctor sooperates in the mroduction of
& vadical prototyps largely developed by others;

| {8) Hajer portion of the work done in Covernment
1sborateries or with Government-furnished eguipmenty

{8) Contractor is a publle research orgenlzation
which dpes not customerily retain patent rights;
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{4) TBsosesary for military security.

32 %he contractor does not automstically take iitle
to ®he favention under its employment contraet, and if the
mﬁ&m £2 not specifically "sssigned to invent®, then the

rary probadly recelves nothing more %haxz a shep
M&i or aon-sxglusive license, Provided the invention
relatos to the Fleld of remssreh covered by the m%rm
vidh the Oovarnment, the sontractor way de obliged to
shials 2 license for the Government from the imn%r in
erder Yo fulfill the terms of the resesrch contyact. The
samtractor would alwaye e well-advised to obtaln conirsciuasl
féfh glving him f41) title %o any reiaded invention, from
ww#m employsd o & project regardlens of their prinecipel
2,

B ¥he snginesr designs and develops on his own inltiative
gult or device having a commercial possiblilidy in the field
tf ladorstory interest.

There, agnin, the contraector may have full title By
virtus of the terms of 'Eiw employnent gontrast with the engineer.
If the sondract of employment 1z sileat on this, then the eone
Sractor probably recelves only a shop right. The nse of company
oo wnd faciiitles, and the Wl&'ﬂ-ﬁhﬁhﬂy of the invention to the
sagtuserts ogsizned tasks smst be comsidered.

2. Ths muzinesr desizns and develops on his own initlative
s davice Yaving & commerclal possidility whieh is oubaeide the fleld
% laboratory mwh

Usleas thie is covered by sn alleizclusive clemee in
the smployment contract, then It is very unlikely that the cone
Tracior would recelve even & shop right, The imztﬁian of sn
saginesy, working on his ovn time wiih his own material, thab
is iﬁ&iﬁs uprelated to any cempany product er projest is clearly
the property of hs snglneer alone.

%, In regard to processing expunse, the Coverament aswumes the
sMiigatlon vhen 1t tokes full title to the imventlion. If sny rizhis are
saserrel by Yhe lnventor, he peys the patent sppiication fees.

%, Uufortusabely, no pari of the entire question is suseceptible
%o oategorioal ﬁupﬁﬁ cation, and the problem must generally be met en
s btowis of the Pacts In esch instance. This office Is always availadle
for your assistange, of course, end will be 2slighted to give you an
epinion on & specific situation,

25X1A
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